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MALAYSIA
IN THE HIGH COURT IN SABAH AND SARAWAK

AT KOTA KINABALU

CIVIL SUIT NO. K22-22 OF 2009-II
BETWEEN

SURIA KLCC SDN. BHD



… PLAINTIFF
(Company No.:  208950-T)
AND
MAKAMEWAH SDN. BHD.



… DEFENDANT
(Company No.:  326005-D)
BEFORE THE HONOURABLE JUSTICE 

DATUK CLEMENT SKINNER


           IN CHAMBERS

JUDGMENT

The plaintiff has been the registered proprietor of the trade marks “Suria KLCC”, “Suria KLCC & Swirl device” and the                 “Swirl device” in Class 35 and 36 under the Trade Marks Act 1976 since 29.06.2001.  The plaintiff is engaged, inter alia, in the business of leasing and managing a shopping centre as well as providing business and property management services.  When providing those services or in offering those services, it is presented to the public by the plaintiff using the trade marks “Suria KLCC” and/or “Suria KLCC & Swirl device” and/or the “Swirl device” (hereafter ‘the plaintiff’s trade marks’).


A shopping complex owned and managed by the plaintiff is strategically situated in the vicinity of the Petronas Twin Towers, a well known landmark of Malaysia.  The plaintiff says its shopping complex bearing its trade marks is one of the premier shopping complexes in Malaysia.


Since the date of registration of its trade marks, the plaintiff says that it has expended substantial sums in advertising and promoting the various goods and or services provided under the plaintiff’s trade marks, in return for which the plaintiff has enjoyed considerate revenue.


By virtue of the extensive revenue generated by the plaintiff’s business as well as the substantial sums it has spent on advertisements and promotions the plaintiff believes that its trade marks, when used in relation to the provision of leasing and management services of a shopping centre and provision of business and property management services, has become distinctive of the plaintiff and has come to be associated by the public with the plaintiff and no other party.


On or around the 07.05.2008, the plaintiff became aware that a company known as Makamewah Sdn. Bhd. (‘the defendant’)                 had started development and construction of a commercial complex               which was being advertised, promoted and operated or managed or            leased by the defendant using the name of “Suria Sabah” and/or                  “Suria Sabah & Swirl device” and/or a “Swirl device” (hereafter ‘the defendant’s said trade marks’).


The plaintiff says that it has not at any time authorized and permitted the defendant to use the name “Suria” and/or the                 “Swirl device” and/or “Suria & Swirl device” in any form.  The plaintiff therefore asserts that the actions of the defendant in offering the said sales, lease and services to the public constitutes an infringement of the plaintiff’s said registered trade marks and an act of passing off of the defendant’s goods and services as those of the plaintiff.  The plaintiff says that the defendant, by the provision of leasing and management services of a shopping centre and provision of business and property management services using the name “Suria” and/or the “Swirl device” and/or “Suria & Swirl device” have clearly calculated to confuse and lead the public to believe that the services provided by the defendant originated or are sanctioned or approved by the plaintiff and as such is likely to cause injury to the business, goodwill and reputation of the plaintiff.

On 03.07.2008, the plaintiff’s Kuala Lumpur solicitors wrote to the defendant requesting the latter to cease its acts of infringement and passing off but the defendant wrote back refusing to do so.  On 15.09.2008, the plaintiff’s Kuala Lumpur solicitors wrote to the defendant again on the matter but the defendant has refused to stop using its mark.

On 11.02.2009, the plaintiff commenced this action and on the same day applied for orders of injunction to restrain the defendant from:

(a) Infringing in any manner howsoever, and or causing, enabling or assisting others to infringe, in any manner howsoever, the plaintiff’s Registered Trade Mark                 No. 01008200, 01008199, 01008198 in Class 35 and 01008201, 01008202 and 01008203 in Class 36                     in Malaysia;

(b) Using in any way in the course of any trade or business or carrying on any business under the style, title and business name which comprises of the name “Suria” and/or the “Swirl device” and/or “Suria & Swirl device” or any part or parts thereof or any other business name or style which is identical with or so nearly resembling the name “Suria” and/or the “Swirl device” and/or                      “Suria & Swirl device” as is likely to deceive or cause confusion or is colourably or confusingly similar thereto;
(c) Passing off or attempting to pass off and/or enabling or assisting others to pass off any business of the defendant as and for the business of the plaintiff by the use in connection therewith of the name “Suria” and/or the          “Swirl device” and/or “Suria & Swirl device” or any name and/or device containing the said words and or device or any colourable imitation thereof or so nearly resembling the same as to be calculated to deceive the trade and public and or to induce the belief that the business carried on by the defendant is the same as the business carried on by the plaintiff or is authorized by the plaintiff or is in any way connected therewith or by any other means.
The defendant admits that it has since 22.06.2006 started construction works on a shopping complex in Kota Kinabalu, Sabah which is being advertised, promoted and operated / managed / leased by the defendant using the name “Suria Sabah” together with the logo of a stylized sun with its eight (8) rays arranged in a swirl which sits above the letter ‘i’ in the word “Suria”.  But the defendant denies that it is in any way infringing the plaintiff’s trade marks or passing off its goods and services as that of the plaintiff for the following reasons.  
The defendant says that it is evident from the Certificate of Registration issued to the plaintiff by the Registrar of Trade Marks under Class 35, that the plaintiff has no exclusive use of the letters “KLCC”.  Further, the defendant contends that the plaintiff does not have exclusive rights over the mark “Suria” as it is a commonly used word.  The defendant points out that one only has to conduct a search the word “Suria” on Google to see that in Malaysia it is widely used.  It is the brand of a shoe, a cigarette and even a FM radio station.  According to the defendant, the exclusivity of the plaintiff’s trade mark “Suria KLCC” is only applicable when those words are used together.  The defendant further contends that the word “Suria” is not a word invented by either the plaintiff or the defendant and that the plaintiff should not be allowed to claim exclusivity over it as it is a generic and commonly used word derived from the Hindu sun god “Surya”.  
According to the defendant it chose to use the word “Suria” in conjunction with the word “Sabah” for its shopping complex in Kota Kinabalu, Sabah as “Suria” is the Bahasa Malaysia translation for the sun which rises first in Sabah as the eastern-most state of Malaysia.  The defendant further says that it chose eight (8) rays arranged in a swirl in its stylized logo of the sun as eight (8) is symbolic in the Chinese custom and belief that the number eight (8) symbolizes wealth and prosperity.  The defendant further states that it has chosen the colour magenta for use with its trade mark as magenta is a strong colour similar to the strength and solidness that the sun represents.

Accordingly, it is the defendant’s case that the plaintiff’s trade marks are not identical to “Suria Sabah” and or the logo are not so resembling to each other as is likely to deceive or cause confusion in the course of trade.   

The law

The approach the Court should take and the questions which a Judge hearing an application of this nature should ask himself are set out for any guidance in Keet Gerald Francis Noel John v Mohd. Noor Bin Abdullah & Ors. [1995] 1 MLJ 193.

Are there serious issues to be tried?

Although the defendant contends that the plaintiff’s application for injunction should be dismissed as there are no serious issues to be tried in this case, I do not find that to be the case here.  It is uncontestable that the plaintiff is the registered proprietor of the trade marks “Suria KLCC” and/or “Suria KLCC & Swirl device” and/or the “Swirl device” in Class 35 and 36 of the Trade Marks Act 1976, even though the registration of the plaintiff’s trade mark “Suria KLCC & Swirl device” in Class 35 has a disclaimer attached to the exclusive use of the letter “KLCC”.  The plaintiff has produced sufficient evidence at this stage of the case to show that it has since 1998 actively advertised and promoted its said trade mark and has built up extensive goodwill and reputation in the plaintiff’s business in respect of its said trade marks such that when used in relation to the provision of leasing and management services of a shopping centre and provision of business and property management services, the plaintiff can claim that its said trade marks has come to be associated by the public with the plaintiff and with no other party and that the defendant by using the word “Suria” and / or the “Swirl device” and / or “Suria and Swirl device” in association with the shopping complex it is building in Kota Kinabalu, Sabah is liable to the plaintiff for trade mark infringement and passing off.  Whether the plaintiff will succeed in its claim is a matter that must be decided at trial.

In this regard, I find that the defendant’s challenge to the plaintiff’s right to the exclusive use of the mark “Suria” and whether the word “Suria” is a generic and commonly used word which derives from the Hindu sun god “Surya”, are matters which give rise to serious issues of law and fact which need to be investigated at a trial and are not matters which can be resolved at this stage of the case on a mere reading of disputed facts in the affidavits of the parties. Likewise, the defendant’s contention that its trade mark is not identical to that of the plaintiff’s trade marks nor do they resemble the plaintiff’s trade mark so as to deceive or cause confusion in the course of trade, are matters which give rise to factual issues which it is not suitable to decide at this stage of the case on affidavit evidence alone.  They should only be decided at the trial.  
So too the defendant’s contention that no damage has been caused to the plaintiff’s business and reputation or goodwill as the defendant’s shopping complex is still under construction and the plaintiff has failed to produce any evidence of the damage it has allegedly suffered.  At this stage of the case, all the plaintiff has to show is that there is a likelihood of confusion on the part of the public and that there is a likelihood of damage to the plaintiff’s business, goodwill and reputation.  (See Campagnie Generale Des Eaux v Compagnie Generale Des Eaux Sdn. Bhd. [1996] 3 AMR 4015 at page 4040).  On the affidavit evidence placed before the court, I am satisfied that the plaintiff has succeeded in showing that there is a likelihood of such confusion and damage in view of the similarities in the defendant’s trade marks with that of the plaintiff’s trade marks through the defendant’s use of the word “Suria” in conjunction with the word “Sabah” accompanied by the use of a stylized logo of the rays of the sun arranged in a circle which looks like the “Swirl device” of the plaintiff.

The justice of the case and balance of convenience.

Proceeding on to the next stage of enquiry, I have taken into account the following matters.

Are damages an adequate remedy to the plaintiff?

I find that in a case such as this where the plaintiff will have acquired a substantial goodwill and reputation in its business in respect of its said trade marks through the extensive promotions, advertisements and revenue generated from it, any infringement of the plaintiff’s trade mark is likely to result in damage or loss to the plaintiff’s goodwill and reputation which cannot be quantified or compensated easily or adequately by a sum of damages.  Accordingly, I find that damages would not be an adequate remedy to the plaintiff if it were to eventually succeed in its claim at the trial of this action.  The same may be said of the defendant too.  I do not think damages would be an adequate remedy to the defendant if it were to eventually succeed at the trial.
Other factors.

It is the plaintiff’s contention that there are other factors which tilt the balance in favour of an injunction being granted to it.  Thus, the plaintiff says that it would suffer more injustice by the refusal of an injunction than its grant for the following reasons.  The plaintiff has been in business and using the said trade marks since 1998; that it is already the proprietor of its said trade marks in Class 35 and 36 under the Trade Mark Act 1976 since 2001; that the defendant at all material times knew that the plaintiff is the owner of the said trade marks and had chosen to take the risk; that the defendant’s action, if left unabated will cause serious and irreparable damages to the plaintiff’s goodwill and reputation; that the granting of an injunction against the defendant will not stop the operation of the defendant’s business because it only involves changing of the name of its yet to be operational shopping complex in Kota Kinabalu, Sabah.


Having given these matters my anxious consideration, I find that the balance of justice does not lie in favour of the grant of an injunction in this case.  I say so for the following reasons.  The relief sought by the plaintiff is equitable in nature and it is well settled law that delay defeats equity.

I find that there has been considerable delay on the part of the plaintiff in coming to the court for relief.  The evidence shows that the plaintiff became aware of the defendant’s alleged infringement of its trade marks on or around 07.05.2008 and had written twice to the defendant since then requesting the latter to cease infringing its trade marks but the defendant refused to do so.  The plaintiff delayed for some nine (9) months before making this application.  The plaintiff has explained that the delay was caused by it having to seek legal advice from solicitors in Kuala Lumpur and Kota Kinabalu and to            co-ordinate instructions between two law firms; that it needed additional time to do proper investigations to compile necessary information and documents; that the affidavits which needed to be filed had to be sent from Kota Kinabalu to Kuala Lumpur and back.


With all respect, I do not find the explanation for the delay reasonable or acceptable.   Given the fact that the plaintiff was already aware of the defendant’s alleged infringement of its trade marks in May 2008, I do not accept that it takes nine (9) months to obtain legal advice and to send documents between Kuala Lumpur and Kota Kinabalu.  With regard to the alleged investigations which the plaintiff needed nine (9) months to undertake, the plaintiff has not attempted to assist the court by saying what it was that needed investigating or the nature of such investigations and why it took nine (9) months to do so.  I therefore cannot give that explanation any credence. 

The plaintiff has expressed its fear and concern that it has already suffered irreparable loss and damage to the goodwill and reputation of its trade marks and business, and that it will continue to do so if the defendant is not immediately restrained but I find that the plaintiff’s fears and concerns have been negated by the fact that it has slept on its rights for the past nine (9) months. 

The plaintiff urges the court to grant an injunction so as to preserve the status quo pending the hearing of this suit, but I find that the plaintiff’s inordinate delay of nine (9) months has led to a situation where the defendant has been allowed to freely promote and advertise its shopping complex though the use of the mark                 “Suria Sabah” and / or “Suria Sabah & a Swirl device”.  In the circumstances, it would be inequitable for the plaintiff to expect the court to preserve the status quo ante by the grant of an injunction when the plaintiff itself did not act with promptitude and in good time to preserve that status quo which it wants the court to preserve.

In the result for all the reasons given above, I dismiss the plaintiff’s application with costs. 
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